The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner’'s final rejection of clainms 7, 8 and 10. C ains

11- 18 have been al | owed®.

BACKGROUND

1 An anendnent (Paper No. 15, filed May 8, 1998) subnitted subsequent to
the final rejection was entered by the exani ner (Paper No. 16, mmiled May 20,
1998).
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Appellant's invention relates to a stethoscope carrier.
An under standi ng of the invention can be derived froma

readi ng of

exenplary claim7, which is reproduced as foll ows:
7. A stethoscope carrying device, which conprises:

an anchoring nmechani smfor said stethoscope carrying
devi ce;

a nmeans for holding and transporting a stethoscope; and
. a neans for releasably retaining the stethoscope ear
pi eces.
The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Col l'i ns 3,797,717 Mar. 19, 1974

Bott et al. (Bott) 5,221, 032 Jun. 22, 1993

Clainms 7, 8, and 10 stand rejected under 35 U.S.C. §

102(b) as being anticipated by Collins.
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Claim8 stands rejected under 35 U S.C. § 102(e? as
antici pated by Bott.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ant regardi ng the above-noted
rejections, we nmake reference to the exam ner's answer (Paper
No. 18, mumiled October 19, 1998) for the exam ner's reasoning
in support of the rejections, and to appellant's brief (Paper
No. 17,
filed Septenber 11, 1998) and supplenment to the appeal brief
(Paper No. 23, filed July 9, 2001) for appellant’'s argunents
thereagainst. Only those argunents actually made by appel |l ant
have been considered in this decision. Argunents which
appel I ant coul d have made but chose not to nake in the brief

have not been considered. See 37 CFR 1.192(a).

OPI NI ON
In reaching our decision in this appeal, we have

carefully considered the subject matter on appeal, the

2 1t is unclear as to why the examner relies upon 35 U.S.C. § 102(e)
instead of 8 102(b), as the Bott patent issued alnost three years prior to the
filing of the application before us on appeal.



Appeal No. 1999-2211 Page 4
Appl i cation No. 08/620, 427

rej ections advanced by the exam ner, and the evidence of
anticipation relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, appellant's argunents
set forth in the brief along with the examner's rationale in
support of the rejections and argunents in rebuttal set forth
in the exam ner's answer.

Upon consi deration of the record before us, we affirmin-
part.

We consider first the rejection of clains 7, 8, and 10
under 35 U.S.C. 8 102(b) as anticipated by Collins. The
exam ner's position (answer, pages 2 and 3) is that "[t]he
person's neck, which is | ocated posteriorly of the neans for
hol ding and transporting, is a neans for retaining the ear
pi eces and the tubing."

Anticipation is a question of fact. [In re King, 801

F.2d 1324, 1326, 231 USPQ 136, 138 (Fed. Cr. 1986). The
inquiry as to whether a reference anticipates a cl ai m nust
focus on what subject matter is enconpassed by the claimand
what subject matter is described by the reference. As set

forth by our reviewng court in Kalman v. Kinberly-d ark
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Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. G r. 1983),

cert. denied, 465 U. S. 1026 (1984), it is only necessary for

the clains to "'read on' sonething disclosed in the reference,
i.e., all limtations of the claimare found in the reference,
or 'fully nmet' by it."

Appel | ant asserts (brief, page 7) that he "is unaware of
any basis in patent law, rules, or cases for considering a
person who uses an invention to be an el enment of that
invention." Appellant further asserts (id., page 9) that "the
neck of the person A does not qualify as ‘a nmeans for
rel easably retaining the tubing of the stethoscope' as
requires by claim7 of the present application or as ‘a neans
for retaining the tubing of the stethoscope' as required by
claim8."

We note at the outset that the | anguage "neans for
rel easably retaining the stethoscope ear pieces" of claim?7
and "neans for retaining the tubing of the stethoscope" of
claim8
are in "nmeans plus function"” format. W find no structure set
forth el sewhere in these clains for carrying out the functions

of "releasably retaining the stethoscope ear pieces" or
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"retaining the tubing of the stethoscope.” Collins is
directed to a receptacle for a stethoscope chest piece, and
states (col. 1, lines 18-22) that "[i]t is an object of this
invention therefore to provide a receptacle to receive and to
hold the chest piece of a stethoscope to prevent the sane from
dangling and from swi nging while the binaurals are secured to
the neck of the user” and (col. 2, lines 49 and 50) that the
st et hoscope binaurals 53 are "in a holding position about the
neck of the operator A" Fromthe disclosure of Collins that
the binaurals are secured in a holding position fromthe neck
of the user, we find that the neck of the user retains the

st et hoscope ear pieces to the user. W further find that the
ear pieces of the stethoscope are rel easably retai ned because
the ear pieces (claim?7) are capable of being released from
the user's neck by pulling the ear pieces apart with the
user's hands. The tubing (claim8) is not retained by the
neck of the user, but rather hangs | oose. However, even
assum ng arguendo that the tubing of the stethoscope is
broadly considered to be retained by the neck of the user as
advanced by the exam ner (answer, pages 2 and 3) we find that

the neck of the user is not an equivalent structure to the
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tubi ng and ear piece retaining neans disclosed in the
specification, as required by 35 U S.C. § 112, sixth
par agr aph.

The specification discloses the ear piece retaining neans
to be the vertical ear piece retaining grooves 12 and verti cal
ear piece retaining groove keepers 28, which are part of
stet hoscope carrier 10 (pages 5-7). |In addition, the neans
for retaining the tubing are side tubing retainers 22 and
arched tubing shelf/retainer 20, which are disclosed as being
part of stethoscope carrier 10 (page 6). Wile we are not
reading into the clainms [imtations that are not found
therein, we find that the neck of the user is not equival ent
to the tubing and ear piece retaining structures found in

appel lant's specification, as required by 35 U S.C. 8112,

si xth paragraph. As stated by the court inln re Prater, 415
F.2d 1393, 1406, 162 USPQ 541, 551-52, (CCPA 1969):

It is quite clear that claim 10, in typical
means- pl us-function | anguage as expressly permtted
by the third® paragraph of 35 U . S.C. 8§ 112, does not
enconpass the human being as the 'neans' or any part
t hereof. . . [citations omtted]. The pencil,
paper,

3 Now sixth paragraph of 35 U.S.C. § 112.
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and ruler-referred to by the board in regard to 35 U S. C
102-do not anticipate the clainmed 'neans' since
the former additionally requires human intervention.

See also In re Bernhart, 417 F2d. 1395, 1399, 163 USPQ 611

615 (CCPA 1969) where the court stated:

The clains also define the invention as having
plotting neans for drawing lines or for illustrating
an object. Wen such functional |anguage is used in
aclaim 35 US C 8§ 112 states that “such claim
shal |l be construed to cover the corresponding
structure, material, or acts described in the
specification and equival ents thereof”. The
specification here nentions only mechanical drafting
machi nes. The cl ainms therefore cover, under section
112, only such nechani cal drafting nachines and
their equivalents. W know of no authority for
hol di ng that a human being, such as a draftsman,
coul d ever be the equivalent of a machine discl osed
in a patent application, and we are not prepared to
so hold in this case.

In addition, we add that the neck of the user does not
nmeet either the clained nmeans for rel easably retaining the ear
pi eces (claim7) or the means for retaining the tubing (claim
8) because the neck of the user is not part of Collins'
receptacl e hol der.

Fromall of the above, we conclude that Collins does not
antici pate independent clains 7, 8, or dependent claim 10.
Accordingly, the rejection of clains 7, 8 and 10 under 35

US C 8 102(b) is therefore reversed.



Appeal No. 1999-2211 Page 9
Appl i cation No. 08/620, 427

We turn next to the rejection of claim@8 under 35 U.S. C
§ 102(e) as anticipated by Bott. Appellant asserts (brief,
page 6) "that elenents 18 and 22 of the Bott patent do not
constitute means for retaining the tubing of the stethoscope.”
We find that Bott discloses a torso nounted hol der tray
assenbly which is approxinmately twelve inches fromfront-to-
back and si xteen inches fromside-to-side (col. 4, |lines 40-
42). Bott discloses that the main panel 22 of tray 12 has a
peri pheral rim 24 having an upwardly and outwardly inclined
orientation in cross section, and is defined by relatively

strai ght sides and rounded corners, except for the rear of the

tray which conforns to the torso of the wearer (col. 3, lines
1-13). In addition, interior rim28 is configured to support
a plate (col. 3, lines 16-18). The interior rimhas a

plurality of circunferential |ocations containing a plurality
of radially-inwardly projecting protrusions 30 which serve as
a plurality of snap-in features for retaining a flexible plate
(col. 3, lines 18-24). Additionally, tray 12 includes a pair
of clips 36 having triangul ar shapes defini ng wedge-shaped

cavities 36A between the clips 36 and the main panel 22 for
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hol di ng napkins (col. 3, lines 35-38). Fromthe disclosure of
Bott, we find that each of the peripheral

rim24, inwardly projecting protrusions 30 on interior rim 28,
and clips 30 will retain the tubing of a stethoscope.

We agree with appellant's assertion (brief, page 6) that
the term"retaining"” suggests nore than balancing an item and
that it suggests that the itemw Il not be easily dislodged.
However, we find that the base (main panel) 22 of the tray 12
w |l support a stethoscope, and that each of the clip, rim28
and
protrusions 30, and peripheral rim24 will retain a
st et hoscope tube on the tray, such that the tubing will not be
easily dislodged. Peripheral rim23 will retain stethoscope
tube on the tray because the peripheral rimis an upstandi ng
wall. Interior rim28 with inwardly projecting protrusions 30
will retain the tubing because the protrusions project
innwardly fromthe top of upwardly projecting wall 28, which is
hi gh enough to retain a plate. dips 36 with wedge-shaped
cavities 36Aw Il retain the tubing of a stethoscope because
of the nature of the wedge-shape, and its proximty to

interior rim28. Thus, we are unpersuaded by appellant's
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argunment (brief, page 7) that "any relatively slight tipping
of element 22 of the Bott patent woul d cause the tubing of the
stet hoscope, if not the entire stethoscope, to be disl odged
and fall fromelenment 22 of the Bott patent.” Accordingly, we
find that claim8 is so broadly drafted as to read on Bott in
an uni ntended fashion. The rejection of claim8 under 35

US C 8 102(e) is therefore affirned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 7, 8, and 10 under 35 U S.C. 8§ 102(b) as anticipated by
Collins is reversed. The rejection of claim8 under 35 U S.C
8§ 102(e) as anticipated by Bott is affirned.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

LEE E. BARRETT )
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Adm ni strative Patent Judge

STUART S. LEVY
Adm ni strative Patent Judge
THOVWPSON E. FEHR
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